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REMARKS 

In the last Office Action, the Examiner rejected claims 1,2,4, 8, 9, and 1 1 under 
35 U.S.C. § 103(a) based on U.S. Patent No. 5,872,794 ("Cook') and U.S. Patent No. 
5,841,867 ("Jacobson"); rejected claim 3 under 35 U.S.C. § 103(a) based on Coo/fin 
view of Jacobson and U.S. Patent No. 6,327,685 ("Koprowski'); rejected claims 5 and 
10 under 35 U.S.C. § 103(a) based on Cook in view of Jacobson and U.S. Patent No. 
5,488,615 ("Kunoff'); and rejected claims 6 and 7 under 35 U.S.C. § 103(a) based on 
Cook in view of Jacobson and U.S. Patent No. 5,680,543 {"Bhawmik'). 

On September 2, 2005, Applicant conducted an interview with the Examiner and 
discussed possible amendments to clarify the claimed invention. Applicant thanks the 
Examiner for the interview. 

By this Amendment, Applicant proposes rewriting claims 1 and 2 to correct 
typographical errors and clarify the claimed invention. Applicant's proposed 
amendments are not for reasons of patentability. Claims 1 -1 1 are pending. 

CLAIMS 1.2. 4, 8, 9, AND 11 

Applicant respectfully traverses the rejection of claims 1 , 2, 4, 8, 9, and 1 1 under 
35 U.S.C. § 103(a) based on Cook in view of Jacobson because the Office Action fails 
to set forth a prima facie case of obviousness. To establish prima facie obviousness, 
the applied references taken alone or in combination, must teach or suggest each and 
every element recited in the claims. See M.P.E.P. § 2143.03 (8th Ed. May 2004). 

Coo/rand Jacobson fail to teach or suggest, separately or in combination, a 
semiconductor integrated circuit device comprising at least an observation circuit that "is 
controlled by the internal clock signal, the internal reset signal, and the internal 
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operation mode signal, and is configured to reset the flip-flops in response to 
the internal reset signal, and to selectively perform, using the flip-flops, (a) a first 
operation of compressing input data from the observation points to generate a signature 
during substantially normal operation of the test target circuit, the input data being 
generated in the test target circuit in accordance with test patterns that cause the test 
target circuit to perform a substantially normal functional operation, and (b) a second 
operation of serially transferring data, to cause the flip-flops to be connected in series 
and to read the signature out of the observation circuit, in response to the internal 
operation mode signal," as recited in amended claim 1 . 

Cook merely discloses a control-read-only-memory (CROM) and a built-in-logic- 
block-observer (BILBO) connected to a register that operates as a linear-feedback-shift- 
register (LFSR). See Cook, Fig. 2. The CROM, BILBO, and LFSR are configured to 
carry out normal operation and built-in self-testing in separate modes. During normal 
operation, the LFSR is used to hold output data of the CROM. When not in normal 
operation, the LFSR is used for compressing the output of the CROM to generate a 
signature for built-in self-testing (i.e., LFSR Signature mode), /of., col. 5, line 61 to col. 
6, line 19. 

Jacobson merely discloses a testing architecture including a configuration 
register 301 and a signature analyzer 303 coupled between a TDI pin 205 and a TDO 
pin 207, that eliminate the need to sequentially load each address into an address 
register/counter for programming by enabling the address register/counter to auto- 
increment an address for memory locations. See Jacobson, Abstract; col. 5, lines 43- 
55; col. 7, lines 63-65. This does not constitute and does not suggest a semiconductor 
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integrated circuit device comprising at least an observation circuit that "is controlled by 
the internal clock signal, the internal reset signal, and the internal operation mode 
signal, and is configured to reset the flip-flops in response to the internal reset signal, 
and to selectively perform, using the flip-flops, (a) a first operation of compressing input 
data from the observation points to generate a signature during substantially normal 
operation of the test target circuit, the input data being generated in the test target 
circuit in accordance with test patterns that cause the test target circuit to perform a 
substantially normal functional operation, and (b) a second operation of serially 
transferring data, to cause the flip-flops to be connected in series and to read the 
signature out of the observation circuit, in response to the internal operation mode 
signal," as recited in claim 1. 

The Office Action, on page 3, asserts that "nowhere" in claim 1 do any of the 
limitations recite "test pattern." However, claim 1 clearly recites "test patterns" as shown 
in the Listing of Claims on page 4 of the Amendment filed on November 23, 2004. To 
further clarify this feature of the claimed invention, Applicant has rewritten claim 1 as 
shown above in the amendment section of this paper. Applicant has not rewritten claim 
1 for reasons of patentability. 

The Office Action, on page 3, also alleges that "test patterns that cause the test 
target circuit to perform a substantially normal functional operation" is merely functional 
language and not a structural limitation. Applicant points out that claim 1 recites a 
semiconductor integrated circuit device comprising a test target circuit, a control circuit, 
and an observation circuit. The test target circuit, control circuit, and observation circuit 
are configured in such a manner that the observation circuit is controlled by an internal 
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clock signal, an internal reset signal, and an internal operation mode signal generated 
by the control circuit, to reset the flip-flops in response to the internal reset signal, and to 
selectively perform, using the flip-flops, a first operation of compressing input data from 
observation points of the test target circuit to generate a signature and a second 
operation of serially transferring data, in response to the internal operation mode signal, 
using input data generated in the test target circuit in accordance with test patterns that 
cause the test target circuit to perform a substantially normal functional operation. The 
arrangement and configuration of the test target circuit, control circuit, and observation 
circuit to use input data generated in the test target circuit in accordance with test 
patterns that cause the test target circuit to perform a substantially normal functional 
operation are structural limitations . Hence, this limitation in claim 1 does not merely 
recite functional language, but recites structural limitations on the arrangement and 
configuration of structural elements in claim 1 . 

Accordingly, for at least the above reasons, the rejection of claim 1 under 
35 U.S.C. § 103(a) based on Cook'm view of Jacobson should be withdrawn. The 
rejection of dependent claims 2, 4, 8, 9, and 1 1 under 35 U.S.C. § 103(a) based Cook'xn 
view of Jacobson should also be withdrawn at least by virtue of their dependence upon 
independent claim 1 , in addition to the patentable subject matter respectively recited 
therein. 

CLAIM 3 

Applicant respectfully traverses the rejection of claim 3 over Cook'm view of 
Jacobson and Koprowski Claim 3 includes the limitations of base claim 1 and 
Koprowski fails to overcome the deficiencies of Cook and Jacobson discussed above 
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for claim 1 . Koprowski merely discloses a distributed logic built-in self-test (LBIST) 
created by combining an LFSR and a multiple input signature register to form an 
integral part of a scan chain. Koprowski, col. 3, lines 27-34. Accordingly, because the 
cited references fail to teach or suggest all elements recited in the claim, the rejection of 
claim 3 over Cook \n view of Jacobson and Koprowski should be withdrawn. 

CLAIMS 5 AND 10 

Applicant respectfully traverses the rejection of claims 5 and 10 over Cook\n 
view of Jacobson and Kunoff. Claims 5 and 10 include the limitations of base claim 1 
and Kunoff fails to overcome the deficiencies of Cook and Jacobson discussed above 
for claim 1 . Kunoff merely discloses a universal digital signature built-in test (BIT) 
device that can test a variety of digital circuits. Kunoff, col. 1 , lines 46-48; col. 8, lines 
55-60. In order for the digital signature BIT device to be more universally applicable, 
the device includes a plurality of serial data inputs SDI #1 to SDI #4 for receiving serial 
data, and a serial data input multiplexer circuit 52 electrically coupled to the serial data 
inputs. Id, col. 9, lines 28-39. Accordingly, because the cited references fail to teach or 
suggest all elements recited in the claims, the rejection of claims 5 and 10 over Cook in 
view of Jacobson and Kunoff should be withdrawn. 

CLAIMS 6 AND 7 

Applicant respectfully traverses the rejection of claims 6 and 7 over Cook in view 
of Jacobson and Bhawmik. Claims 6 and 7 include the limitations of base claim 1 and 
Bhawmik fails to overcome the deficiencies of Cook and Jacobson discussed above for 
claim 1. Bhawmik merely discloses a BIST circuit 10 including a plurality of scan chains 
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12i to 12 n and having n separate clock regimes Ci to C n , such that each scan chain 
may be clocked at its own frequency fj. Bhawmik, col. 2, lines 20-35, lines 48-60. 
Accordingly, because the cited references fail to teach or suggest all elements recited in 
the claims, the rejection of claims 6 and 7 over Cookln view of Jacobson and Bhawmik 
should be withdrawn. 

CONCLUSION 

Applicant requests that this Amendment under 37 C.F.R. § 1 .1 16 be entered by 
the Examiner, placing claims 1-11 in condition for allowance. Applicant submits that the 
proposed amendments of claims 1 and 2 do not raise new issues or necessitate the 
undertaking of any additional search of the art by the Examiner, since all of the 
elements and their relationships claimed were either earlier claimed or inherent in the 
claims as examined. Therefore, this Amendment should allow for immediate action by 
the Examiner. 

Further, Applicant submits that the entry of the Amendment would place the 
application in better form for appeal, should the Examiner dispute the patentability of the 
pending claims. 

In view of the foregoing remarks, Applicant submits that this claimed invention, 
as amended, is neither anticipated nor rendered obvious in view of the prior art 
references cited against this application. Applicant therefore requests the entry of this 
Amendment, the Examiner's reconsideration of the application, and the timely allowance 
of the pending claims. 
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Also, Applicant notes that the Office Action contains numerous statements 
reflecting apparent assertions concerning the related art and claims. Regardless of 
whether any such statement is addressed specifically herein, Applicant declines to 
automatically subscribe to any assertion and/or characterization set forth in the Office 
Action. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our deposit account 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



Dated: October 5, 2005 




K4nie Ho ~ 
Reg. No. 51,808 
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